
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

(pplication of: Mark Dinsmore 
Serial No.: 



Filed: 
Title: 

Attorney Ref.: 



10/790,636 (which is a reissue application of 
6,493,419 issued December 10. 2002) 

March 01, 2004 

Optically Driven Therapeutic Radiation Source 
Having Spiral Shaped Thermionic Cathode 

56249-173 (PHLL-157RE) 



Office of Petitions 

Assistant Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



CERTIFICATE OF MAILING (37 C.F.R. S 1.8(aM 



I hereby certify that this correspondence is being deposited with the United States Postal Service as First 
Class Mail under 37 CFR 1.8(a) in an envelope addressed to the Office of Petitions, Conimissioner for 
Patents, P.O. Box 14;50, Alexandria, VA 22313-1450 on the date indicat^ below. 

Date: 





TRANSMITTAL LETTER 



Dear Sir: 



Enclosed herewith for filing in connection with the above-referenced patent 
application are the following documents: 



1 ) Renewed Petition Under 37 CFR § 1 .47(b). 

2) Revised Declaration of Mark G. Lappin Filed in Support of Petition 
Under 37 CFR § 1.47(b). 

3) Copy of Decision on Petition mailed February 2, 2005. 



BST99 1452206-1.056249.0173 



^ U.S.S.N.: 10/790.636 



4) Copies of Response to Notice to File Missing Parts and related papers 
previously filed on November 4, 2004, consisting of: 

a) Transmittal Letter; 

b) Response to Notice to File Missing Parts; 

c) Petition Under 37 CFR § 1 .47(b): 

d) Declaration of Mark G. Lappin Filed in Support of Petition Under 
§ 1.47(b); 

e) Assent of Assignee to Reissue; 

f) Statement Under 37 CFR § 373(b); 

g) Statement Explaining Change in Name of Assignee; 

h) Petition for a Four-Month Extension of Time; 

i) Combined Declaration and Power of Attorney in Reissue 
Application; 

j) Assignment Documents; 

k) Copy of Notice to File Missing Parts of Reissue Application; and 
I) Acknowledgment Postcard. 

5) Copies of Response to Notice of Incomplete Reply (Reissue) and related 
papers previously filed on December 3. 2004, consisting of: 

a) Transmittal Letter; 

b) Response to Notice of Incomplete Reply (Reissue); 

c) Petition for a Four-Month Extension of Time; 

d) Statement Under 37 CFR 3.73(b); 
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e) 



Copy of Notice of Incomplete Reply (Reissue); and 



Acknowledgment Postcard. 



Respectfully submitted, 
McDERMOTT, WILL & EMERY 
Customer No. 23630 



Mark G. Lappin, Reg! Nb. 26,618 
28 State Street |\ 
Boston, MA 02109-1775 
Telephone: (617)535-4043 
Facsimile: (617)535-3800 



Date: April 4, 2005 




BST99 14S2206-1. 056249. 0173 




United States Patent and Trademark Office 
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United States Patent and Trademark Office 
P.O. Box I450 
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MCDERMOTT WILL & EMERY 
ATTN: INTELLECTUAL PROPERTY 

DEPARTMENT 
28 STATE STREET 
BOSTON, MA 02109 



Paper No: 



COPY MAILED 

FEB 0 2 2005 
OFRCE OF PETITIONS 

DECISION ON PETITION 



In re Application of 
Dinsmore 

Application No. 10/790,636 
Filed: 1 March, 2004 

Attorney Docket No.: 56249-PHLL-157RE 

This is a decision on the petition filed on 8 November, 2004 under 37 C.F.R. § 1.47(b). 
The petition is DISMISSED. 



NOTES : 

(1) Any request for reconsideration of this decision must be submitted within TWO (2) 
MONTHS from the mail date of this decision. Extensions of time under 37 C.F.R. 
§1.1 36(a) are permitted. The reconsideration request should include a cover letter 
entitled "Renewed Petition under 37 C.F.R. § 1.47(b)." 

(2) There will be no further reconsideration thereafter. 



BACKGROUND AND ANALYSTS 

The record reflects that: 

• the instant application was received and given a filing date of 1 March, 2004, without, 
inter alia, a fully executed oath/declaration; 
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the Office mailed a Notice of Missing Parts on 4 May, 2004, and Petitioner replied on 8 
November, 2004, however, the Office mailed a Notice of Incomplete Reply on 16 
November, 2004; 

• Petitioner Mark G. Lappin (reg. No. 26,618) has filed, inter alia, a statement detailing the 
change in structure of the assignee, assignment documents, and the assent of the assignee 
to reissue, along with his statement of events to the effect that the non-signing inventor 
Mark Dinsmore (Mr. Dinsmore) was "offered" the application for review, however, the 
statement fails to demonstrate that the entire application in fact was transmitted to Mr. 
Dinsmore as required. 

ANALYSIS 
The commentary at MPEP §409.03(d) states: 

* * * 

Where a refusal of the inventor to sign the application papers is alleged, the 
circumstances of the presentation of the application papers and of the refusal must 
be specified in a statement of facts by the person who presented the inventor with 
the application papers and/or to whom the refusal was made. Statements by a 
party not present when an oral refusal is made will not be accepted. 

Proof that a bona fide attempt was made to present a copy of the application 
papers (specification, including claims, drawings, and oath or declaration) to the 
nonsigning inventor for signature , but the inventor refused to accept delivery of 
the papers or expressly stated that the application papers should not be sent, may 
be sufficient. When there is an express oral refusal that fact along with the time 
and place of the refusal must be stated in the statement of facts . When there is an 
express written refusal, a copy of the document evidencing that refusal must be 
made part of the statement of facts. The document may be redacted to remove 
material not related to the inventor's reasons for refusal. (Emphasis supplied.) 

Petitioner has failed to satisfy this burden with, for example, a copy of the transmittal letter 
forwarding to the non-signing inventor a copy of the entire application (description, claims, 
abstract, drawings) at the non-signing inventor's last known address-which address must 
demonstrate he has made a diligent effort to determine as current. 

As of this writing, Petitioner has failed to satisfy the showing requirement of the regulation and 
the petition hereby is dismissed . 



Application No. 10/790,636 - 

The renewed petition, if any, must be' accompanied by the corroborating evidence required by 37 
CF.R. §1.47. 

Further correspondence with respect to this matter should be addressed as follows: 



By FAX: IFW Formal Filings 
(703) 872-9306 
ATTN.: Office of Petitions 

By hand: Mail Stop: Petition 

Customer Service Window 



Telephone inquiries concerning this decision may be directed to the undersigned at (703) 305- 



By mail: 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



9199. 




JohnSjJGillon, Jr. 
Senior Attorney 
Office of Petitions 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
■ ittOy ^ • — 

InreAppli^tionof: MarkDinsmore 

10/790,636 (which is a reissue application of 
<rp75- 6,493.,419, issued December 10, 2002) 

March 1,2004 

tically Driven Therapeutic Radiation Source Having Spiral Shaped 
ermionic Cathode 

Docket: PHLL-157RE (56249-173) 

CERTIFICATE OF MAIL 

I ceitiiy that this document is being deposited on the date stated below, with die U.S. Postal Service as first class mail under 37 CF.R. 
1.8(a) and is addressed to Mail Stop: Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1450. 

Ste ' Elsie M.Saragiow ^ 

MaQStop: Missing Parts 
Conunissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

TRANSMITTAL LETTER 

1) Response to Notice to File Missing Parts; 

2) Petition Under 37 CFR § 1.47(b); 

3) Declaration of Mark G. Lappin Filed m Support of Petition Under 37 CFR § 1.47(b); 

4) Assent of Assignee to Reissue; 

5) Statement Under 37 CFR § 3.73(b); 

6) Statement Explainmg Change in Name of Assignee; 

7) Petition for A Four-Month Extension of Time; 

8) Combined Declaration and Power of Attorney in Reissue ^plication; 

9) Assignment Documents; 

1 0) Copy of Notice to File Missing Parts of Reissue Application; and 

11) Acknowledgment Postcard. 
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U.S.SK: 1(^790,636 

The Commissioner is hereby authorized to charge the requisite declaration surcharge of 
$130.00 and the Four-month Extension of Time to File fee of $1,530.00, as well as any additional fees 
which may be required, or credit any oveipaymait to Deposit Account No. 50-1 133. 

Respectfully submitted, 
McDERMOTT, WEX & EMERY 
Customer No. 23630 




&nber4,2004 




Mark G. Liq)pm, Reg. "Nf, 
28 State Street 
Boston, MA 02109-1775 
Telephone: (617)535-4043 
Facsimile: (617)535-3800 
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Serial No.: 



10/790,636 (which is a reissue application of 
6,493,419, issued December 10, 2002) 



Filed: 
Title: 



March 1,2004 

Optically Driven Therapeutic Radiation Source Having Spiral Shaped Thermionic 
Cathode 



Docket: 



PHLL-157RE (56249-173) 



CERTinCATEOFMAIL 

I certify that this document is being deposited on the date stated below, with the U.S. Postal Service as first class mail under 37 C.F.R. 
1.8(a) and is addressed to Mail Stop: Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

5^ Elsie M. Saraglow , 



Mail Stop: Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TO NOTICE OF FILE MISSING PARTS 

In response to the Notice to File Missing Parts, dated May 4, 2004, Applicant's attorney submits 
herewith the Combined Declaration and Power of Attorney in Reissue Application. 

The Commissioner is hereby authorized to charge the requisite declaration surcharge of S130.00 and the 

Four-month Extension of Time to File fee of S 1 ,530.00, as well as any additional fees which may be required, or 

credit any overpayment to Deposit Account No. 50-1 133. 

Respectfully submitted, 

McDERMOTT, WILL & EMERY 
Customer No. 23630 

Date: November 4, 2004 T 

Mark G. Lappin, Reg. No. 26,618 
28 State Street 
Boston, MA 02109-1775 
Telephone: (617)5354043 
Facsimile: (617)535-3800 
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"ted states patent and trademark office 

^^*^!T&TSqfi re Application of: Mark Dinsmore 

Serial No.: 1 0/790,636 (which is a reissue application of 

6,493.419 issued December 10. 2002) 

Filed: March 01. 2004 

7itie: Optically Driven Therapeutic Radiation Source 

Having Spiral Shaped Thennionic Cathode 

Attorney Ref.: 56249-173 (PHLL-157RE) 

' CERTIFICATE OF MAILIWS 137 C.F.R » 1.8la» 

I herebyoert^thallhis coirespondence is behig deposited vnilh the United Stales Postal Sendee as Rrst Class MaD under 37 CFR l^a) 
Inan envelope addressed to Man Slop Nflissing Parts. Commissionw 
indicated l)elow. 
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Date: 



—T — J-^ Elsie M.Saraglow Q 



Mail stop Missing Parts 
Assistant Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 2231 3-1450 

PETITION UNDER 37 CFR S 1.47fb> 

Sin 

In response to the Notice To File Missing Parts of July 4, 2004. petition is hereby 
made to accept the Declaration and Power of Attorney, which is enclosed herewith and 
is signed by Marie G. Lappin on behalf of and as an agent of the sole inventor of the 

3 above-identified reissue application, pursuant to the provisions of 37 C.F.R. § 1 .47(b). 

" The Notice To File Missing Parts of has a two (2) month shortened statutory period for 

i response expiring September 4, 2004, and a Petition for an Extension of Time to 
c8 <i 

I o respond to the Notice to File Missing Parts is being filed concurrently herewith. 
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A. SOLE INVENTOR 

Mark Dinsrnore is the sole Inventor of the above-identified reissue application 
("Reissue Application"). At the time Mark Dinsmore Invented the subject matter of the 
Reissue Application ("Inventton"), he was an employee of Photoelectron Corporation 
("Photoelectron"). 

B. APPLICANT MAKES OATH 

In accoKlance with M.P.E.P. §409.03(b), the undersigned, Mark G. Lappin, 
hereby makes application for the Invention on behalf of and as agent for an inventor 
who refuses to sign the Declaration and Power of Attorney for the Reissue Application 
("Application Papers"). Mark G. Lappin hereby states that he is authorized to sign on 
behalf of Carl Zeiss AG, the current assignee of the Reissue Application, in this matter 
for this purpose. 

C. APPLICANT'S RELATIONSHIP TO INVENTOR 

In accordance with M.P.E.P. § 409.03(b), applicant Mark G. Lappin is a 
registered patent attorney (Registration No. 26,618) in the Intellectual Property 
Department of McDemiott Will & Emery LLP, acting on behalf of Cart Zeiss AG, who 
acquired the Reissue Application from Photoelectron. Photoelectron is the original 
assignee of Merit Dinsmore's interest in the Reissue Application. 

D. INVENTOR REFUSED TO SIGN THE APPLICATION PAPERS 

In accordance with M.P.E.P. §409.03(d), 1) Mari( Dinsmore refused to sign the 
Application Papers, despite having been asked to do so; and 2) Marie Dinsmore gave a 
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reason for refusing to sign the Application Papers, namely that he was concerned that 
signing the Application Papers might limit his future business activities. 

E. PROOF OF REFUSAL TO EXECUT E THE APPLICATION PAPERS 

In accordance with M.P.EP. §409.03(d). Mark G. Lappin submits herewith a 
"Declaration in Support of a Petition Under 37 C.F.R. § 1 .47(b)." which fully describes 
the facts that are relied upon to establish that Mark Dinsmore refused to sign the 
Application Papers. 

F. LAST KNOWN ADDRESS 

In accordance with M.P.E.P. §409.03(e), the last known address of Mark 
Dinsmore is: 25 Wadsworth Road, Sudbury, MA 01776. 

G. THE INVENTOR HAS ASSIGNED THE INVENTION TO CARL ZEISS AG 

In accordance with M.P.E.P. §409.03(f), the Inventor Mark Dinsmore assigned 
the Reissue Application to Photoelectron, which in turn assigned the Reissue 
Applicatfon to Carl Zeiss AG. A copy of the relevant assignment documents 
("Assignment Documents") are attached to this petition. The Assignment Documents 
establish a prima facie case that Carl Zeiss AG has a proprietary interest in the subject 
matter of the Reissue Application. 

H. FILING OF THE APPLICATION IS NECESSARY TO PRESERVE THE 
RIGHTS OF CARL ZEISS AG 

In accordance with M.P.E.P. §409.03(g). the refusal by Maik Dinsmore to sign 
the Application Papers fails to preserve Carl Zeiss AG's rights granted under the 
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Assignment Documents, and will result In ineparable damage by causing the 
abandonment of the Reissue Application for failure to comply with the statutory 
requirements of 37 C.F.R. §1 .497. The filing of the Reissue Application is necessary to 
preserve the rights of Carl Zeiss AG. 

I. PETrriON FEE 

The Commissioner is hereby authorized to charge the petition fee in accordance 
with37C.F.R. 1.1 17(1), as well as the petition fee for an extension of time under 37 
C.F.R. § 1 .136, to Deposit Account 50-1133. The Commissioner Is hereby authorized 
to chaige any additional fees that may be due, or credit any overpayment of same, to 
Deposit Account No. 50-1 133. 



Date: November 4. 2004 




Mark G. Lara in 
Registratton Number 26,618 
McDERMOTT WILL & EMERY LLP 
28 State Street 

Boston. Massachusetts 02109 
Tel (617)5354043 
Fax: (617)535-3800 
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' ITED STATES PATENT AND TRADEMARK OFFICE 
InesjApplicationor MarkDinsmore 

[al No.: 10/790.636 (which is a reissue application of 

6,493,419 issued December 10, 2002) 

March 01. 2004 

Optically Driven Therapeutic Radiation Source 
Having Spiral Shaped Thermionic Cathode 

Attorney Ref.: 56249-173 (PHLL-157RE) 

Mail Stop Missing Parts 
Assistant Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



's- 





CgRTIFICATE OF MAIUNQ 07 C.F.R. ^ IWaH 

I hereby certify that this correspondence is being deposited with the United States Postal Senrfce as First Class Mail 
under 37 CFR 1 .8(a) in an envelope addressed to l\/lail Stop Missbig Parts. Commisslonerfor Patents. P.O. Box 1450. 
Alexandria, VA 2231 3-1450 on the date indicated l)elow. 



Elsie M.SaFagl 



DECLARATION OF MARK G. LAPPIN FILED 
IN SUPPORT OF PETITION UNDER 37 C.F.R. S 1.47fM 

I. Marie 6. Lappin. to the best of my kriowledge and belief, do hereby state as follows: 

1 . I am a registered patent attorney (Registration No. 26,61 8) in the Intellectual 
Property Department of McDennott Will & Emery LLP, acting on behalf of Cart Zeiss AG, who 
is the current assignee of the above-referenced reissue application ("Reissue Application"). 

2. Marie Dinsmore is the sole inventor of the Reissue Application. 

3. Marie Dinsmore is the sole inventor of U.S. Patent No. 6,493,41962 ("Underiying 
Patenf), upon which the Reissue Application is based. 

4. I filed and prosecuted the application that issued in due course as the 
Underiying Patent ("Underiying Application'). 

6. Because Marie Dinsmore is the sole inventor of the Underiying Patent has 
reviewed the contents of the Underiying Application, and has signed the apfrfication papers for 
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UNITED STATES DEPABTUSfT OF COMMERCE 
Unitffd SftMtMM PmUmi and Trndmiiiirfc OfTim 
AdAcKGOMMISSIONER FOR PATENTS 
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w%ktl.H|rttf4P'* 



I llftm-ICATtOKNUMBER j FILING OR 371 (c) DATE | FIRST WMED APPLICANT | ATTORNEY DOCKET NUMBeTH 



1(^790.636 



03/01/2004 



23630 

MCDERMOTT, WILL & EMERY 
ATTN: INTELLECTUAL PROPERTY DEPT. 
28 STATE STREET nflflfPT 
BOSTON, MA 02109 IJ U U f\C i 



MAY 1^2004 



s 



MW&E 




56249-PHLL-157RE 

CONFIRMATION NO. 6535 
MALITIES LETTER 



•OC00000001 2519651' 



NOTICE TO FILE MISSING PARTS OF REISSUE APPUCATION 



Date Mailed: 05/04/2004 



Filing Date Granted 

An appDcation number and fiGng date have been accorded to this reissue application. The item(s) indicated below, 
however, are missing. AppOcant is given TWO MONTHS from the date of this Notice within which to file all 
required items and pay any fees required below to avoid abandonment Extensions of time may be obtained by 
tiling a petition accompanied by the extension fee under the provisions of 37 CFR 1 .1 36(a). 



• The oath or dedarab'on is unsigned. 

• To avoid abandonment, a late filing fee or oath or declaration surcharge as set forth in 37 CFR 1.16(e) of 
$1 30 for a non-small entity, must be submitted with the missing items identified in this letter. 

• Consent of the assignee is present, but is unsigned. A statement of consent bearing the signature of an 
official authorized to act on behalf of the assignee(s) must be provided, to comply with 37 CFR 1 .1 72. 

• Assignee's statement under 37 CFR 3.73(b) is present, but is unsigned. A 37 CFR 3.73(b) statement 
bearing the signature of an official authorized to act on behalf of the assignee must be provided. 



SUMMARY OF FEES DUE: 

Total additional fee(s) required for this appScation is $130 for a La^e Entity 



• $130 Late oath or declaration Surcharge. 



RepGes should be mailed to: Mail Stop Missing Parts 

Commissioner for Patents 

P.O. Box 1450 

Alexandria VA 22313-1450 
U/09/2004 HfiUll 000000»50U33 10790636 

03 FC:1051 ttOrtfrlft 

A copy of this notice MUST be returned with the reply. 




Customer SeWtee Center 

Initial Patent Examination Division (703) 308-1202 

PART 1 - ATTORNEY/APPLICANT COPY 



November 4, 2004 
U.S.S.N. 10/718^06 
Pagp-2- 

the Underlying Application, Mark Dinsmore is thoroughly familiar with the subject matter 
disclosed in the Reissue Application. 

7. On or about November 3. 2004, 1 spoke with Mark Dinsmore, explaining to him 
the proposed changes to the claims of the Reissue Application, as compared to ttie claims of 
the Ui;ider1ying Patent 

: ,-g jj^g Rei&lie Application was offered to Mark Dinsmorerand Marie DinsmoreV 

signature of the Declaration and Power of Attorney for the Reissue Application ("Application 
Papers") was solicited. 

[f' Mark Dinsmore expressly stated that he would not sign the Application Papers. 
Mark Dinsmore's express oral statement occuned on November 3, 2004, in Massachusetts. 

1 . I declare that all statements made herein of my own knowledge are tnie and 
that all .statements made on infomnation and beM are believed to be tme; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment or both, under Section lOOlof Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of any 
applicatipn or patent issued thereon. 



ubmitted, 



Date: November 4. 2004 




Mark G. Lappirjfl 
Registration Number 26,61 8 
McDERMOTT WILL & EMERY LLP 
28 State Street 

Boston, Massachusetts 02109 
Tel. (617)535-4043 
Fax: (617)535-3800 
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- In re Application of: Mark Dinsmore 

s,*^ Sinal No.: 10/790,636 (which is a reissue application of 

.^"^ ^ 6.493,419, issued December 10, 2002) 



March 1.2004 



Title: 



OPTICALLY DRIVEN THERAPEUTIC RADIATION SOURCE 
HAVING SPIRAL SHAPED THERMIONIC CATHODE 



Attorney Ref.: 56249-173 (PHLL.157RE) 

Mail Stop Missing Parts 

Assistant Commissioner for Patents 

P.O. Box 1450 

Alexandria. Virginia 22313-1450 



I hereby oertHy that this oonespondenoe is being deposited with the United States Postal Service as First Class Itteil under 37 CFR 
1.8(a) In an envelope addressed to Mail Slop Hfissins Parts. Commissioner for Patents, P.O. Box 1450. Alexandiia, VA 22313-1450 
on the date indicated t)elow. /j • /I j 



I, Mark G. Lappin, to the best of my knowledge and belief, do hereby state as 
follows: 

1 . I am a registered patent attorney (Registration No. 26,61 8) in the 
Intellectual Property Department of McDemnott. Will & Emery, acting on behalf of Carl 
Zeiss AG. 

2. The cun-ent assignee of the above-referenced reissue application 
("Reissue Application"), as shown in assignment document ("Assignment Document') 
recorded in the United States Patent and Trademark Office at Reel 014981. Frame 
0591. is "Carl-Zeiss-Stiftung Doing Business as Carl Zeiss." 
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STATEMENT EXPLAINING 
CHANGE IN NAME OF ASSIGNEE 



U.S.S.R 10/790.636 



3. On July 1 , 2004. "Carl-Zeiss-Stiftung Doing Business as Carl Zeiss" 
changed its legal status to a Gennan stock corporation and concurrently changed its 
name to "Carl Zeiss AG." A document showing the name change is attached hereto. 

4. I declare that all statements made herein of my own knowledge are true 
and that all statements made on information and belief are believed to be true; and 
further that these statements were made with the knowledge that willful false statements 
and the like so made are punishable by fine or imprisonment or both, under Section 
1001 of Title 18 of the United States Code and that such willful false statements may - . . 
jeopardize the validity of any application or patent issued thereon. 



Date: November 4. 2004 




Mark G. Lappin ] 
Registratfon Numblr 26,618 
McDERMOTT WILL & EMERY LLP 
28 State Street 

Boston, Massachusetts 02109 
Tel: (617)535-4043 
Fax: (617)535-3800 
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NITED STATES PATENT AND TRADEMARK OFFICE 
ligfe Application of: Mark DInsmore 

erial No.: 10/790,636 

(which is a reissue application of U.S. Patent No. 6,493,419, 
issued Decemt)er 10, 2002) 



Filed: 
Title: 



March 1.2004 

OPTICALLY DRIVEN THERAPEUTIC RADIATION SOURCE 
HAVING SPIRAL SHAPED THERMIONIC CATHODE 



Attorney Ref.: 56249-173 (PHLL-157RE) 

" CHmnCATE OP HAIUNG (37 CJrJL 6 1.8la» 

IherebyoertifytM this owrespondenoe is being deposiMwOhtte 

in an envelope addressed to IMaa Stop lylssing Parts, Commissioner for Patenb. P.O. Box 1^0, Aiexandria. VA^13-1450 
indicated 



GayleEn 



Mail Stop Missing Parts 

Assistant Commissioner for Patents 

P.O. Box 1450 

Alexandria, Virginia 22313-1450 

STATEMENT UNDER 37 CFR 3.73fM 

Carl Zeiss AG 

(Nairn of Assise) {Jyfx of Assignee) 

certifies that it is the assignee of the entire right, title and Interest in the patent application identified al)Ove 
by virtue of: 

A. pq An assignment from the inventor{s) of the patent application identified al)ove. The 

assignment was recorded in the Patent and Trademark Office at Reel 012640, Frane 
0834 for which a copy thereof is att»:hed. 

AND 

B. pq A chain of title (Asset Purchase Agrewnent) from the inventor(s), of the patent application 

identified above, to the current assignee as shown below: 

1. From: Photoelectron Corporation To: Carl-Zeiss-Stiftung doing 

business as Carl Zeiss 



The document was recorded in the. Patent and Trademark Office at 

Reel 014981 Frame 0591 .for which a copy thereof Is attached. 



The document was recorded in the Patent and Trademark Office at 

f^eel Frame .for which a copy thereof is attached. 



3. From: "O- 

The document was recorded In the Patent and Trademark Office at 

Peel Frame .for which a copy thereof is attached. 



[ ] Additional documents in the chain of title are listed on at 

[ ] Copies of assignments or other documents in the chain of title are attached. 

The undersigned has reviewed all the documents in the chain of title of the patent application 
identified above and, to the best of undersigned's knowledge and belief, title is in the assignee klentified 
above. 

The undersigned (whose title is supplied below) is empowered to sign this certificate on behalf of 
the assignee. 

I hereby declare that all statements made herein of my own knowledge are true, and that all 
statements made on infomiation and belief are believed to be tme; and further, that these statements are 
made with the knowledge that willful false statements, and the like so made, are punishable by fine or 
imprisonment, or both, under Section 1001. Title 18 of the United States Code, and that such willful false 
statements may jeopardize the validity of the application or any patent issuing thereon. 

Date: , ^ 

Name: 

Title: ^ 



Telephone Number: 




Attorney Ref.: 



UNITED STATES PATENT AND TRADEMARK OFFICE 
of: Mark Dinsmore 
10/790,636 

(which is a reissue application of U.S. Patent No. 6,493,419, 
issued Deceml)er 10, 2002) 

March 1.2004 

OPTICALLY DRIVEN THERAPEUTIC RADIATION SOURCE 
HAVING SPIRAL SHAPED THERMIONIC CATHODE 

56249-173 (PHLL-157RE) 



CERTIFICATE OF MAlUWe r3T C.F.It S 1 J(aH 

t hereby oei%lliat Ihis oonespomlence is being deposited With the UnH^ 
inanerweiopeeddressedto kteiStopMissing Parts, CominissimerfbrPatenls,'''" " 
indicated below, 



» First Class Mag under 37CFR l^a) 
13-1450 on the dale 



Date:. 



ueiuw. I 




Mail Stop Missing Parts 

Assistant Commissioner for Patents 

P.O. Box 1450 

Alexandria, Virginia 22313-1450 



ASSENT OF ASSIGNEE TO REISSUE 



Sin 

The undersigned Carl Zeiss AG, with a post address Carl Zeiss Strass 22, 
73447 Oberkochen, Germany, assignee of the entire interest in the above-mentioned 
Letters Patent, hereby assents to the accompanying reissue patent application. 
Attached is a "Statement Under 37 CFR 3.73(b)," establishing the right of the assignee, 
Carl Zeiss AG, doing business as Carl Zeiss AG. to take action In this reissue 
application. The undersigned Is empowered to sign this certificate on behalf of the 
assignee. 



Respectfully sub 



Date: a/oQy im By: ^ 




Printed Name: 



Title: 



i. 






t o,. m any, united states patent and trademark oftice 
^ .<«^saE5 




fee Application of: Mark Dinsmore 

alNo.: 10/790,636 

(which is a reissue of 6,493,419, issued December 10, 2002) 

March 1,2004 

Title: OPTICALLY DRIVEN THERAPEUTIC RADIATION SOURCE 

HAVING SPIRAL SHAPED THERMIONIC CATHODE 

Attorney Ref.: 56249-173 (PHLL-157RE) 

CERTIFICATE OF MAILING (37 C.F.R. S IMM 

I hereljy certify that this coirespondace is being deposited with the United Slates Postal Service as First Qass Mail under 37 CFR 1 .8(a) 
In an envelope addressed to Mail Stop Missing Parts. Commissioner for Patents, P.O. Box 1450. Alexandria, VA 22313-1450 on the date indicated 
below. 



Date: 



~ f ft Elsie M.Saiaglow J) 



Mail Stop Missing Parts 
Assistant Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 



COMBINED DECLARATION AND POWER OF ATTORNEY 
IN REISSUE APPLICATION 



Sir: 



I, Marie Dinsmore, declare that: 

1. My residence address is 25 Wadsworth Road, Sudbury, MA 01 776. 

2. I am a citizen of the United States of America. 

3. I believe I am the original, first and sole inventor of the subject matter that is 
described and claimed in United States Patent Number 6,493,419 (hereinafter "the '419 patent"), 
granted on Deconber 10, 2002, and for which I solicit a reissue patent. 

4. I have read and understand the contents of the attached reissue application, 
including the specification and claims. 



' C.S.S.N. 10/790,636 

5. I acknowledge the duty to disclose information which is material to patentability 
as defined in Title 37, Code of Fed^al Regulations, Section 1 .56. 

6. I believe the *419 patent, which matured from application Serial No. 09/884,229, 
filed on June 19, 2001, to be wholly or partly inoperative or invalid by reason of my claiming less 
than I had a right to claim in the patent The error mcludes not having claimed a probe having a 
radiation source at a distal end, and including: a) a probe assembly including an optical delivery 
structure adapted for transmitting optical radiation; b) an optical source for generating optical 
radiation directed to an end of said optical delivery structure; c) a radiation source coupled to a 
distal end of said optical delivery structure, said radiation source comprising a thermionic cathode 
and a target element; i) wherein the thermionic cathode is responsive to said optical radiation 
transmitted to said distal end to emit electrons, and wherein said thermionic cathode comprises a 
spiral-shaped conductive element; and ii) wherein said target element is responsive to incident 
electrons emitted from said thermionic cathode to emit radiation; d) means for establishing an 
accelerating electric field extending between said electron source toward said target element, the 
electric field being eflfective to accelerate electrons emitted from the thermionic cathode toward 
said target element; wherein said optical delivery structure is adapted to direct a beam of optical 
radiation transmitted therethrough to impinge upon a surface of the thermionic cathode, and 
wherein said beam of transmitted optical radiation has a power level sufiBcient to heat at least a 
portion of said surface to an electron emitting temperature so as to cause thermionic emission of 
electrons from said surface. 

7. All errors being corrected m the reissue application, up to the time of filing this 
declaration, arose without any deceptive intent. 



' (J.S.S.N. 10/790,636 

8. I appoint the following attomey(s) and/or agent(s) to prosecute this 

application and transact ikll business in the Patent and Tradanaik Office connected therewith. 

Marie G. Lappin, Registration No. 26,618 
Toby H. KusmCT, Registration No. 26,418 
Elizabeth E. Kim, Registration No. 43,334 
David M. Mello, Registration No. 43,799 
Jeffrey J. Miller, Registration No. 39,773 
Brian Colandreo, Registration No. 42,427 
Jeffrey Barclay, Registration No. 48,950 

CUSTOMER NUMBER 23630 
Said correspondence to the address associated with Customs Numba 23630: 

SEND CORRESPONDENCE TO: DIRECT TELEPHONE CALLS TO: 

Marie G. Lappin Mark G. L^pin (617-535-4043) 

McDermott, Will & Emery 
28 State Street 
Boston, MA 02109 

10. I hereby declare that all statements made herein of my own knowledge are true and that 
all statemaits made on information and belief are beUeved to be true; and further that these 
statements were made with the knowledge that willfiil false statements and the Uke so made are 
punishable by fine or imprisonment, or both, under Section 1001 ofTitle 18 ofthe United States 
Code, and that such willfiil false statements may jeopardize the validity ofthe application or any 
patent issued thereon. 



Date 




BSI99 139738M.OS6249.0101 




Unihd States ^ ^-tf*^ gl 



r Patent AND 
^wTrademarkOfficI 

MAY 01, 2002 

MCDERMOTT. WILL & EMERY 
ELIZABETH E. KIM 
28 STATE STREET 
BOSTON, MA 02109 






Commissioner for Trademarks 
Arlington. VA 22202-3513 
www.uspto.gov 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
AVAILABLE AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER 
REFERENCED BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE 
INFORMATION CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA 
PRESENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE AT 703-308-9723. 
PLEASE SEND REQUEST FOR CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, 
ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY, 
SUITE 320, WASHINGTON, D.C. 20231. 



RECORDATION DATE: 02/25/2002 REEL/FRAME: 012640/0834 

NUMBER OF PAGES: 4 

BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS) . 

DOC DATE: 01/25/2002 



ASSIGNOR: 

DINSMORE, MARK 



ASSIGNEE: 

PHOTOELECTRON CORPORATION 
5 FORBES ROAD -SUITE 2 
LEXINGTON, MASSACHUSETTS 02421 

SERIAL NUMBER: 10005290 
PATENT NUMBER: 

SERIAL NUMBER: 6022'9204 / > • 
PATENT NUMBER: / 

SERIAL NUMBER: 09884664 

PATENT NUMBER: , 



SERIAL NUMBER: 09884561 
PATENT NUMBER: 



FILING DATE: 12/04/2001 
ISSUE DATE: 

FILING DATE: 08/31/2000 
ISSUE DATE: 

FILING DATE: 06/19/2001 
ISSUE DATE: 

FILING DATE: 06/19/2001 
ISSUE DATE: 
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SERIAL NUMBER: 10005289 
PATENT NUMBER: ' 

SERIAL NUMBER: 09884229 tS^^'\Q\ 
PATENT NUMBER: ffiilt^C/ 

SERIAL NUMBER: 10005287 

PATENT NUMBER: . \\ 



FILING DATE: 12/04/2001 
ISSUE DATE: 

FILING DATE: 06/19/2001 
ISSUE DATE: 

FILING DATE: 12/04/2001 
ISSUE DATE: 



TONYA LEE, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 



FORM PTO-'Msntestei) ^ ^RF "'RDATIONFORMCO ^'^ \ 'dKJ^'< NT of COMMERCE 

1 PATENTS 0 lllilililll ^'•^'^ 

P0B/REVD2 ^ 

Tat,seflihgs>>+- TN^. .^r.rr opf 5'^« i.-^ RKOiT-l 102009657 ▼ 


To the Honorable CommisSSIi^f^atertt^d Trademarks: 


Please record the attached original documents or copy thereof. 


l.Nameofconvey&igparty(ies): %>\ ' ' 
Mark Dlnsmore / ^ ^ ^ . . .. 

• AddiOonal names(s) of conveying partytiesf □ Yes El No • 


lO' — - 
' 2. Name and address of receiving party(ies): 

' Name: Photoelectron Corporation 


Internal Address: 




3. Nature of conveyance: 

□ Security Agreement □ Change of Name 
n other 


Street Address* 5 Forbes Road - Suite 2 

WU WWft r^UUIWWS. www smwww vw«»w w 


City: Lexington state: MA ZIP: 02421 


Fyecutbn Date: January 25, 2002 


Additional name(s) & address(e$) attached? □ Yes S No 


4. Application number(s) or registration Rumber5(s): 
If this document is being filed together with a new application. 

A. Patent Application No.(s) 

10/OOS«290 09/8»4,561 09/884^29 
60/229^04^ 10/005,289 10/005^87 
09/884,664 

Additional numbers attad 


the exegution date of the application is: 
B. Patent No.(s) 

Ned? □ Yes IS No 


5. Name and address of party to whom correspondence 
conceming document should be mailed: 

Name! Elizabeth E. Kim 


6. Total number of applications and patents involved: j^^J 


7. Total fee (37 CFR 3.41): $ 280.00 


Internal Address: McDermott, WUJ & Emery 


0 Enclosed • Any excess or insufflciency should be 
credited or debited to deposit account 

□ Authorized to t)e charged to deposit account 




^/^treet Address: 28 State Street \ 
03/11/2002 GTDHU 00000075 10005290 1 


8. Deposit account number: 
50-1133 


M cr.SAi 2S0.0O Ok 

City: Boston State: MA ZIP: 02109 




DO NOT USE THIS SPACE 


9. Statement and signature. 

To the best of my knowledge and belief, the foregoing Information is true and correct and any attached copy is a twe copy 
of the original document. tcr/)^ t j/ t— \y 

Elizabeth E. Kim t^^AJ^^ February 6, 2002 

Name of Person Signing Signature | Date 
Total number of pages including cover sheet, attachments, and document: * " 



ASSIGNMENT OF PATENT RIGHTS 



1, Mark Dinsmore, of 85 Horse Pond Road» Sudbury, MA 01776, having invented certain inventions and 
improvements embodied and described in the patent applications (the "Patent Applications) listed in the 
attached Schedule of Patent Applications and which fonns part of this Assignment, for $1 and other good 
and vahsable consideration, receipt and sufficiency of which are hereby acknowledged from Fbotodectron 
Corporation., a Massachusetts Corporation having a principal place of business at 5 Forbes Road - Suite 

2, Lexington, MA 02421-730S USA, and hereinafter referred to as the Assignee (which term shall include 
the successors and assigns), do hereby sell, assign and transfer to the Assignee my entire right, tide, and 
interest, in and throughout the United States of America (including its territories and dependencies) and all 
countries foreign thereto, in and to and under said application (which term shall include hereinafter where 
die context so admits all divisional, continuing, reissue and other patent applications based thereon) and all 
inventions (which term shall include each and every such invention, or any part tiiereof) therein described, 
and any and all patents and like rights of exclusion (inchiding extensions thereoQ of any country which may 
be granted on or for said mventions or on said aj^lication. 

And for the same consideration I do also hereby sell, assign and transfer unto the Assignee all my rights 
under the International Convention for die Protection of Industrial Property, the Patent Cooperation Trea^ 
and all other treaties of like purpose in respect of said inventions and said application, and do hereby 
audiorize the Assignee to apply in my name or in its own name (in a manner to be agreed upon by the 
Assignee) or its designee, for patents and like rights of exclusion on or for said inventions in all countries, 
claiming (if the Assignee so desires) the priority of the filing date of said application under the provisions 
of said Convention, Treaty or any such odier Convention or Treaty; 

And for the same consideration 1 do hereby agree for myself and for my heirs, executors and administrators, 
prompdy upon request of the Assignee, to execute and deliver without further compensation any power of 
attorney, assignment, original, divisional, continuing, reissue or other application or applications for patent 
or patents or like rights of exclusion of any country, or other lawful documents and any further assurances 
that may be deemed necessary or desirable by die Assignee fidly to secure to it said right, tide, and interest 
as aforesaid in and to said inventions, application, and said several patents and like rights of exclusion, or 
any of them, all, however, at die e^^ense of die Assignee; 

And I do hereby authorize and request die Commissioner of Patents and Trademarks of the United States 
of America and die corresponding Official of each country foreign diereto to issue to die Assignee any and 
all patents and like rights of exclusion which may be granted in any country upon said application or on or 
for said inventions; 

And I do hereby covenant for myself and for my respective legal representatives and agree widi die Assignee 
diat I have granted no right or license to make, use or sell said inventions to anyone except die Assignee, 
diat prior to die execution of diis deed my right, tide and interest in and to said inventions has not been 
odierwise encumbered by me, and diat I have not executed and will not execute any instrument in conflict 
herewidi. 
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IN WITNESS WHEREOF, I hereunto set my hand and seal on the day and year hereinafter noted, 




Mark Dinsmore 



State of 

County of 6^t^,lir4 >!>(;rhrS ) ss. 



Before roe this day of 1/^* 



20Q2, personaUy speared Mark Dinsmore, and 
acknowledged the foregoing instrumentao be his or her free act aind deed. 



Notary Public 



SEAL 



PHLL-000 (56249-010) 

McDERMOTT, WILL & EMERY 
28 State Street 
Boston, MA 02109 
(617)535^ 
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MARK DINSMORE ASSIGNMENT 
SCHEDULE OF PATENT APPLICATIONS 



The Patent Applications inclwle: 

1) U.S. Patent Application Serial Number 10/005,290, filed December 4. 2001, entitled 
THERAPEUTIC RADIATION SOURCE WITH IN SITU RADIATION DETECTING 
SYSTEM 

2} U.S. Patent Application Serial Number 09/884,561 . filed June 19. 2001 . entitled OPTICALLY 
DRIVE THERAPEUTIC RADUTION SOURCE 

3) U.S. Patent Application Serial Number 09/884.229. filed June 19. 2001. entided OPTICALLY 
DRIVEN THERAPEUTIC RADIATION SOURCE HAVING A SPIRAL-SHAPED 
THERMIONIC CATHODE 

4) U.S. Provisional Patent Application Serial Number 60/229,204, filed June 19, 2001 , entided 
OPTICALLY DRIVEN THERAPEUTIC RADIATION SOURCE WITH VOLTAGE 
GRADIENT CONTROL 

5) U.S. Patent Application Serial Number 10/005,289. filed December 4, 2001. entitled 
OPTICALLY DRIVEN THERAPEUTIC RADIATION SOURCE INCLUDING A NON- 
PLANAR TARGET CONRGURATION 

6) U.S. Patent Application Serial Number 10/005,287. filed December 4, 2001. entitled 
THERAPEUTIC RADIATION SOURCE WITH INCREASED CATHODE EFHCIENCY 

7) U.S. Patent Application Serial Number 09/884,664 filed June 19, 2001 . entided X-RAY 
SOURCE FOR MATERIALS ANALYSIS SYSTEMS 



BST99 1233974-1.061966.0010 



Page 3 of 3 




% S THE UNITED STATES PATENT AND TRADEMARK OFnCE 



Serial No.: 




Docket Number: 



MarkDinsmore 



Examiner: N/A 



10/790,636 (which is a reissue application of 
6,493,419, issued December 10, 2002 



March 1,2004 



Group Art Unit: 2882 



Optically Driven Therapeutic Radiation Source Having Spiral Sh^)ed 
Thermionic Cathode 

PHLL-157RE (56249-173) 



CERTinCATE OF MAILING Q7 C,F.R. S IM 

I hereby certify that this conespondence is being deposited with the United States Postal Service as First Class Mail under 37 CFR 1.8(a) 
in an envelope addressed to Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 1 3-1450 on the date 
indicated below. 



Date: 



Elsie M. Saraglow 



Mail Stop Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Dear Sin 



PETITION FOR A FOUR-MONTH EXTENSION OF TIME 



Applicant respectfully petitions for an extension of time of four months to file a Response to the 
Notice to File Missing Parts of Reissue Application dated May 4, 2004. This will serve to extend the time 
for filing the Response up to and including November 4, 2004. 

In connection with the foregoing matter, the Commissioner is hereby authorized to charge the 
SI, 530.00 requisite fee for the four month extension of time, and any additional fees which may be due, or 
credit any overpayment, to Deposit Account Number 50-1 1 33. 



MiustQent date: 11/10/2004 HALIll 
11709/2004 HflLIU 00000026 501133 10790636 
02 FC:12S2 430.00 CR 



Date: ^^hjof 



BST99 1432466-1.056249.0173 
11/10/2004 HAlIll 00000003 501133 10790636 

01FC:1254 1530.00 DA 



Respectfully submitted, 
McDermott Will & Emery LLP 
Custom^ ^toj^^ 



Mark G. Lappin, qJC-i Reg. No. 26,618 
28 State Street 

Boston, Massachusetts 02109 
Tel (617)535-4411 
Fax: (617)535-3800 




Re Application of: 

Mark Dinsmore 



Due Date: 

'•• Mailed: NovemBer 4, "2=0^4^ 
Mailer: '4\sX^ Saraglow* 
forOptically Driven Therapeutic. .Radiation. Source .Having Spiral 



Shaped Thermionic Cathode 
Serial No. 10/790 , 636 Patent No. 



Docket](5 



In the above matter, the following has been received in the U.S. Patent and Trademark Office on the date 

X Acknowledgment Postcard. 
B Extension of tinne Four-Month 



stamped hereon. 

□ 'Specift;2iation. Abstract and 
( /.) Claims — { ) Total Pages 

S Declaration and Power (in Reissue App) 

□ Drawing { sheets) 

ca Assignment (Executed Copy) 

□ Check $ 

□ Request for Recordation 

□ Information Disclosure Statement 



□ Amendment 

El Cert, of Mailing 

□ Maintenance Fee Transmitti 

□ Affidavit.{w/wo Exhibits) 

□ Notice of Appeal 

□ Brief ( )copi< 

□ Issue fee transmittal 



□ Small entity verification . ^ ^ J?I!^"ii'!i^' 'f^ff'pp 1 A 7 

M Resp. Notice File Missin g Parts; Petition 37CFR 1.47 

File flissing rarcs. 




SLaLemeiiL Uudei 37,CFR 
of Notice 
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Nummer 23 der Urkundenrolle fur 2004 




Verhandelt 

zu Fiankfiiit am Main am 20. April 2004 
Vor dcm untwzcichneten Notar 

Dr. Michael Thoma 

mit dcm Amtssitz in Fnmlorart am Main, flockcnheimcr LandsHafie 5 1 - 53, 
erschienen: 

1. Herr Dr. Gordon Weber, gcboren am 06. Februar 1961 in DOsscldorf, wohnhaft Kalkumer 
SchloBallee 43, 40489 DfisscIdorC ausgewiesen dutch ReiscpaB Nr. M 0425546, ausge- 
stellt am 22.03.2004 durch den OberbOzgenneistcr der Stadt DQsseldoiC 

2. Herr Ubich Hofonann, geborcn am 11. April 1956 in GCitdngen. wohiihafi Fricdrich- 
Sdiwazz-Strafie 41, 73430 Aaleo, ausgewiesen durch Bimdespersonalausweis Nr. 
6386820889, ausgpstellt am 21. Febniar2001 durch das BDrBcmifiisteramt Aakn. 
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Vor Einiritt in die nachstehende Beurkiindung bdehrte der Notar die Erschienenen Ober die Bc- 
stimmung des § 3 Abs. 1 Nt. 7 BeurkG. Die Erschienenen erklarten darauihin, es liege kein Mit- 
wirkungsverbot nach dieser Bestimmung vor. 

Der Etschienene zu 1. eridSrte: 

Nachfolg^ liandele icb nicbt im eisenen Naihen, sondem namens und im Auftrag der 

Cirl-Zciss-Stiftung, 
HeidcnhciiD an der Brenz und Jena, 
to den Angclcgeoheiteo ihrcs StiftangsuntcnichxneDs 
Carl Zeiss, Caii-Zeiss-Strafie 22, 73447 Oberkocbea, 

aafgnmd notarieU beglauhigtex Vollmacht vom 13. Apn\ 20O4, die bei der Beurlnindung im Origi- 
nal vorlag und dieser UrJoinde in beglaubi^er Abscfarift als Anlagc beigefQ^ wild. 

Der Erschienene za 2. eiklSrte: 

Nachfolgend lumdele ich nicht im cigemai Namen, sondem namens und im Auflrag der im Han- 
delsTcgister des Amisgerichts Aalen unter HR B 1 555-A eingetragcnen 

Carl Zeiss AG 
nut Sitz in Oberkocfacn, 

aufgrund notariell beglaubigter Vollmacht vom 07. April 2004, die bei der fieurkundung im Origi- 
nal vodag und dieser Uricunde in beglaubigter Abschzifl als Anlagc beigefUgt wird. 

Die Erschienenen exklfirten sodann mit der Bitte urn fieudnmdung den folgenden 

Ausgliedemngs- und l)beniahmevertrag 

zwischen 

der Cari-Zciss-Stiftiuig, Hcidenfaeim an der Bienz und Jena, in den Angelegenhcitcn fhres Stif- 
tungsunternehraens Carl Zeiss, Cari-Zdss-Strafic 22, 73447 Oberkochen, als Qbertragendcm 
Rechtstrager 

nachfolgend aiich "CZS" odcr '*Qbertragender Rechfatragcr" - 
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und 

dcr Carl Zeiss AG, Carl-Zeiss-Sirafle 22, 73447 Oberkochen, als abenifihmcndem Rcchtstiager 

nachfolgend auch "CZ AG" odcr "ubcmchmcnder Recbtstragcr". 
C2S und CZ AG zusammen auch die "Vertragspartcien" genannt 
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InhalfsveneicbDis: 

I. Vorbemerkimg „ „ 5 

n. Aasgliedening, AusgliederuDgsstichtag und Bilanz „ 7 

§ 1 Ausgiicdcrung ^ 7 

§ 2 Ausgliederungssiichlag- „ 7 

§ 3 Bilanz ...^ ^ 7 

EQ. Gcgenstand der Ausgiicdcrung ..^ „ « «S 

§ 4 Gewcrblichc ScbulzrechteffiDV-Software . „ _ _ 8 

§ 5 GrundstCcke, grundsfflcksgJeicbe Rcchte und GrandstQckacchte sowie Baoten 

ouf freiTjdcnj Grund ^ „ 9 

§ 6 Obcrtragung von Gcgcnstanden dcs SachajoiagevcnnSgcns 1 1 

§ 7 Obertragiuig voa BetcUigvmgen und GegcnslSnden des Finanzanlageverm6gens_ 12 

§ 8 Obenraguag von Gegcnstandcn des Umlauft^ennegens „,..13 

§ 9 Obertiiigung von Vo-bindUchkeiten ErstattungsansprOcben, und 

Arbeitgeberdnriehen „.. „, 14 

§ 10 Obertragung von Vertragen, Genehmigungen, Eriaubnissen, Berechtigungen 

und sonstigen Rechien ] 5 

§ 11 PecsionsverbindlichJceiten und PensionsrQcksteilungen 17 

rV. Modalitflten der Obertragung „„ \ g 

§ 12 VoUzugsdanim - 18 

§ 13 Auffangbcstimmung , _ 19 

§ 14 Mitwirkungspflichten . 20 

§ 15 Glaubigcrschiitz und Inncnausgleich ^ 20 

§ 16 Gcwahrleisningsausschluss „ „ ^ „ 21 

§ 1 7 Steuem und steueriiche Nebenlcistungcn 22 

V. Gegcnlcistung und K^italmafinahnien „ _ 23 

§ 18 Gewahrung von Nennbctmgsaktien und FCnpitalmaflnahmcn „ ^„ 23 

§ 19 Besondere Recbie und Vorteflc > 23 

VI. Folgcn der Ausgliederung fiir die Arbcitnehmcr und ihre Vcrtretmigen ^ 24 

§ 20 tJbergang der ArbehsvciMltaisse und Betriebe ^ , 24 

§ 21 Betriebsvcr&ssungsrechtliche Vertretungen der Aibcitoehmer „.25 

§ 22 Aufsichtsmt ^ ^ „ „1.26 

VII. Sonstiges . 27 

§ 23 Grundbuchbericbtigung und AnIrSge.... _ 27 

§ 24 VoUmachten „...,„..27 

§ 25 Kosten und Steuem _ „ „ ^ 28 

§ 26 Rflcktritisvorbehalt und Stichtaasanderung , _ 28 

§ 27 Schlussbesununungen.: . ._ „ ......^ 
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I. 

Voii)eincrkung 

0.1 Die Cari-2eiss-Stiftung ("CZSO mit Sitz in Heidenheiin an der Brenz und Jena ist 
unniittelbare Trageiin der beiden Stiftungsuntemehmen Carl Zeiss, Oberkochen, lud 
SCHOTT GLAS, Maioz. In den Angelegenheiteo ihres Stifhingsuntemehmens Cari Zeiss 
ist sic eingetragen tm Handelsregtster des Aottsgerichts Heidenheim an der Brenz unter 
HRA 1010. 

02 Die Carl Zeiss AG ("CZ AG" odcr "GescUschafi") mit Sitz in Oberkochen ist eingetragen 
im Handelsregister des Amtsgerichts Aalen unier HRB 1555- A. Das Grundkapilal der Ge- 
seUscliaft betragt be! AbschJuss dieses Vertnigs EUR 50.000 und ist cingcteili in 50.000 
auf den Namen lautende Aktien im Ncnnfactrag von je einem Euro. Alleinige Aktionfirin 
der CZ AG ist die CZS. Die Gesellschaft ist am 17. Dezcmber 2003 ernchtet tmd am 
22. Mfire 2004 in das Handelsregister eingetragen Tvorden. 

0 J Die Stiftungsuntemchmen Carl Zeiss und SCHOTT GLAS soUen im Zuge der Neuordnung 
der Carl-Zeiss-Sli flung jeweils in die Rechtsfonn der AktiengeseUschaft uberfiUirt werden. 
AJieinige Aktionarin dicser Gcscllschaften wind die CZS sein. Za diesem Zwecfc sollen die 
beiden SlifhmgsimtemelmieD zusanunen mit den zu ihnen jeweils gehSrenden siimtlichen 
Untemehmensbercichen, also mit ihren jeweiligea samtUcben Vcrmogensgegensianden 
und Beteiligungen, gemafl §§ 161, 123 Abs. 3 Nr. 1 UmwG aus der CZS auf Ataiengpsell- 
schaften ausgegiiedcrt werden. 

0.4 Von diesem AusgJiedcrungsvertrag erfasst werden sSmtliche Vermagensgegenstaadc des 
StiftungsuntemehnMns Carl Zeiss mit Ausnahme 

der Anteile an der CZ AO. tmd 

eines Betrags in Hfihe von EUR 5 Mio., welcher der Cari-Zeiss-Stijhing zur Erftil- 
lung ihrer statntariscben VetpilichtungeQ und zur Deckimg ihier Verwaltungskos- 
ten verblcibl. 

Die VennOgensgegenstandc des Stifhmgsuntemehmcns SCHOTT GLAS werden mit ei- 
nem scparaten .A.usgliedenmgsvertrag mif eine AktiengeseUschaft, die kunfiig als 
SCHOTT AG fiimieren wird, Qbertragcn. 

Dies vorwcggeschickt vcreinbanai CZS und CZ AG Folgendes: 



iSimjJXJCStu: 



JL 

AusgUederung, Auss^edcnuigsstichtag nnd BUanz 
§1 

Ansglicderung 

1.1 CZ5 aJs Obertiagender Rechtstiflger fibeitragt im Wege der Ausgliedening zur Aufiiohme 
gemSB §§ 161, 123 Abs. 3 Nr. 1 UmwG ols Tetl ihres Verm5geais alle dem Stiitungsunter- 
nehmcn Carl Zeiss zuzuordnenden Gcgenstande des Aktiv- raid Passiwennogeos rait alien 
Rechten und Pflichten als Gesamtheit auf die CZ AG als QbcmchinendBn RechtstrSger ge- 
gen GewtihraDg von Anteilen der CZ AG an die CZS (insgesamt das "nuszngUcdcmde 
Vcnnogen"). Hierzu gehOren insbesonderc samtHche dem Sdfhingsuntemchmen Cari 
Zeiss zuzuordnenden Beteiiigungen an anderen Untemehmen sowie die Betriebe dcs Stif- 
tungsuntemdimens Car] Zeiss in OberkocheOt Gfittingen, Aaien imd Nattheim sowie die 
Zweigniededassungen in Berlin und KOln mit alien jeweils dazugehdrigen Vermdgeosge- 
genstanden. 

1.2 VennSgensgegenstande, Rechte, Verbindlichkeiten, Vcrpflichtungcn, Haftungen und 
Pflichten des ubertragcndcn Rechtstragers, die nicht dera Stiftungsuntcmehmen Carl Zeiss 
zuzuordnen sind oder die von der Obertragung in diesem Vertrag ausdrucklich ausgenom- 
men sind, werden mcbt auf den flbemehmendai RechtsbSger Qbeitragcn. 



§2 

Ausglicderungsstichtag 

Die Obertn^ung des in § 1 bezeichneten und in §§ 4 bis 1 1 dieses Vcrtrags spezifizierten Vennd- 
gens des Qbertragenden Rechtstrlgers crfoigt im VerhSltnis zwischen dem tibcrtragenden Rechts- 
tiagcr und dem ilbemchmcndcn RechtstrSger mit Wiikung zum 01. Olctober 2003, 0.00 Uhr. Von 
diesem Zeiipunld an gelten im IhnenveiliSltnis die Handlungen und Geschfifte des Qbertragenden 
Recfatsttageis hinsichtlich ctes dem Sdffaiogsuateniehmen Cari Zeiss gehOicnden Geschaft^}eQriebs 
und der ihm zuzuordnenden Vennogensgegenstande als fOr Rechnung des Qbemehmendea 
Recfatstragers vorgenomxnen ("Ansgtiederungsstichbig''). 



§3 
Bilanz 
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111. 

Gegenxtand dcr Ausgliedcrung 



Zu dem dutch den iibcrtrageudcD Rechistmger zu iJbertingendcn Vennugen gchorcn insbesondere 
die in den nachfolgcndcn §§ 4 bis 1 1 dieses Verliags nahcr bezeichnetcn Vcnn6gensgegenstSnde. 

§4 

Genrcrblicbe Scfautzixclitc/EDV-^Aware 

4.1 Der iibertiagcnde Rechtstr3ger Qbcnragt auf den Qbemchmenden Rechtstrager die dem 
Stiftungsuntemehmen Car] Zeiss zuzuordncnden immateriellen Vermogensgegensttade 
insbesondere {a)alle auf das Stiftungsuntemehmen Carl Zeiss cingetragenen inlandischen 
und ouslandischen grvvcrblichen Schutocchte (z.B. Patente, Gcbrauchsmustcr Marken) 
und vom Stiftungsuntemehmea Cari Zeiss vorgcnommcnen Schutzrcchlsanmeldungcn, 
(b) alJe Betriebsgeheimnissc einschlleBlich ErOndungcn. za denen die Aiuneldung noch in 
Bearbeitung ist und (c) die dem Stifhingsunlemchmen Carl Zeiss zuzuordncnde EDV- 
Software (sei sie selbst entvvickelt oder in Lizenz genuizt) sowie (d) jeweils damit im Zu- 
sammcnhang stehende Arbcitnchnier-Erfindungca Soweit dcr ubertragendc Rechtsuager 
nur Mitberechtigter dcr Schutzrechte. Betriebsgeheinmisse oder EDV-Softwaie ist, iibcr- 
iragt der ubcrtragende Rechtstrager die cntsprechenden MitberechtiguiigCD. 

4.2 Der Cbemehmendc Rechtstrager flbcraimmt gcgcniiber dem Qbertragemlen Rechtstrager die 
auf die Nutzung dujch den iibeinehmcnden Rechtstrager und dcsscn UntcrlizenzDchmer 
entfallende Erfindervergutung und sonstigen Nutzungscntgelte ffir die Qbertragenen 
Schuizrechte. Betriebsgeheinmisse und EDV.Soft>vare, auch sowit sie ffir Zcitraimic vor 
dem AusgltedeniQgsstichtag anfallen. 



aiTMLLDOCSw 



4.3 Dcr ubemehmende RechtstrSger erhaJt auf Anfordening den Besitz an alien Aufzcichnun-* 
gen, technjschcn Dokumenten und sonstigen Datentragpm, auf dencn die auf ihn Qbertra- 
genen immaterieJJcn VcnnogensgfigenstSnde emschlieBlich dcr EDV-Softwarc verkdrpert 
sind. 



§5 

Gmndstucke, gniDdstucksglcidie Rccbtc and Grundstiicksrcchte 
some Bantoi aof fremdcm Giund 




























Mir 



ininnnhi 
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IIJ. Pensionsverbindlichkeiten gcgcouber den im Zdtpunkt des BctriebsQbergangs 

bereits ausgcschicdenen Mitarbeitcrn 




IV. 

Modaihiiten der Obertrag ui ig 

§12 
Yolbcngsdatma 

12.1 Die Obertragung der GegenstSnde des voa der Ausgiiedcnmg erfasstcn Aktiv- und 
PassiweanCgens und der sonstigen Rechte und PQichten md Rechtssteliungen des Qbcr- 
fragenden RcchtstrSgos eifolgt mit dingiicbcr Wukung zara Zeitpuakl der Emiragung der 
Ausgliedenmg in das H£iadelsrcgislfir des flbcrtragenden Rechtstragets ("Vollzugsdatam"). 
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\22 Der Besitz Ein den beweglichen Sachea gefat. soweit ihn der ubemehmende RechtstrSger 
iricht bereits :nne hat am Vollzugsdatum auf den Qbemehmeiiden RechtstrSger Qber. So- 
weit das vojgenamitc VennBgen Gegenstand eines mittelbaren Besitzvc±5ltnissc3 zwi- 
schen dem Qbertragcndcn Rechtstragcr und Dritten ist, endet der mittclbarc Besitz des 
iibertragenden RechtstrSgers und beginnt der raittelbare Besitz des flbcmehmenden 
Rechtstrageis rait Wirkung zum Voilzugsdatum. Sovveit sich beweglichc Sachtn im Besitz 
Dritter befinden, abertrflgi der ttbeitragendc Rcchtstragcr mit Wiriamg zum Volfeusdatum 
seine Herausgabeanspriiche auf den tlbeniefamenden Rechtstrager. 

123 Die in der Zett zvvischen dem Ausgliederungssdditag und dem Voilzugsdatum erfolgenden 
Zu- und Abgange von GegenstSnden des Aktiv- und Passiwenn6gens sowie von sonstlgen 
Rechten und Pflichten wcrden bei der Ubcrtragung bcrucksichtigt. DemgemSss Cbertragt 
der ubcrtragende Rechistrfiger auch diejenigen nach Heriomft und Zweckbcstimraung dem. 
StifiungsuiUemehmen Carl Zeiss zuzuordnenden G^enstilnde des Aktiv- und Passi\'ver- 
megens sowie sonstigen Vertrags- und Rechtsveriialmissc. die in der Zeit zwischen dem 
Stichtag der Ausgtiederungsbiianz und dem Voilzugsdatum dem Stifhingsuntemehmcn 
Car! Zeiss zogegangen oder m ihm entstanden sind. Entsprechend werden diejenigen Ge- 
gcnsttode des Aktiv- und Passiwennfigcns und sonstige Vertnigs- und Rechtsveriialtmsse» 
die in der Zcit bis zum Voilzugsdatum verauflert oder anders Qbertragcn wordcn sind odcr 
zu dicsem Zeitpunkt nicht mehr bestehen, nicbt auf den ubemehmenden RechtstrSger 
Obertragen. 
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VIL 
SoDstiges 



§23 

Gmndbucbberichtigang aad Antrage 




§24 
VoUmachten 

Die Vertragsparteien bevollmachtigen hiermit die in Anlagc 6 genaimten Personal, und zwar je- 
den aliciji und mit dcm Recht, UntervoUmacht zu erieilen, 

24. 1 alle ErJdarungea abzugeben und entgegenzunehmen, die im Zusonunenhaog mit der Uni- 
schreibimg oder Crundbuchberichtigung oder NeaeinHagungen in Bezug ouf den nach die- 
sem Vertrag Qbertragenen Gnmdbesitz - auch Beslellung oeuer Brbbaurecfate - sowie sods- 
dgen Recfaten an GnindstQcken, wie 2lB. Gnindpfandrechten und Dien5tbar](eiten ggf. 
noch erfordedich sind, unter Einschluss etwa erfordeilicher Erganzungcn imd/oder Beridi- 
dguDgen dieses Veitrags nebst alter schiUdrecbtiicbeo Eild&rungen, dingiichen Einigungen, 
Bewilligungen and Antrflgen; 

24.2 ggf. erforderliche Identitatseckianingcn in Bezug auf den nach diesem Vertrag flbeitragenen 
Gxundbesitz sowie sonstigen Rechten an GnmdstQcken wie zJQ. Gnindpfandiechten und 
Dteostbaikeiten abzugeben und entgegenzunduneo; 

24.3 ggt erfozderlicbe AuDassungseridaningen abzugeben und entgegchzunefamen sowie 
BewilUgungen und AntrSge zu stellen; 

24.4 aile Reciitshandhmgen vommehmen und Erklaningen abzugeben, die im Zusammenliang 
mit der Umschrcibung von immateriellen Reckten (insbesondere gewerblicben Schutz- 
lechten), die nach diesem Ausgliederungsvertrag auf den libeniehinendeD Recbtsti&ger 
Qbergefaen, erforderlich oder zweckmiiBig sind. 
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Die vorstefaeode Niedcnchrilt ncbst Anlage 5 wnrde den Efscbiencnen vod deoi amtferai- 
den Notar vorgelescn; dje In dicsem Vcrtrag genaanten Anlageo 1 bis cinschlicOIich 4 und 6 
vnrden des ErschiencDcn znr Diirdisicbt vorgclegt and voo ihnen nacfa ilircQ eigeocn An- 
gabcD Sate fnr Scifc natcizeichuet. Die Niedcrschrifi nebst Aolagen wiirde von den Er- 
sdiiescDcn gcnehm^ und von ihncn und dem Jioiar e^enhSndig wie foig;t untcndiriebcD: 
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BeglaubigfdAdschrirt 



Vollmacht 



Nach § 9 dcs dcrzeit noch gOltigen Stiftungsstatuts der Cari-Zciss-Stiftimg wird die Cari-Zeiss- 
Stiftung in den Angclegenheiten Direr Stifhingsuntemebmcn goiclitlich und aiiDergeriditiich 
encweder durch zwei Vorstandsmitgljedcar der StiftungsuntcznehnieD oder dmch ein Mitglied des 
VofStands gemeinsam not ehficm Prokuristeo vertreteo. Als Vorstandsoiitglied des Stifhmgsun- 
tfinicfainens Cail Zeiss nod Prokuiist des Stiitungsuntemefamens Caxi Zeiss bevolhnaditigen wir 

1. Kerm Dr. Gordon Weber, geboien am 06.02.1961, geschSitsansSssig in 
55 122 Mainz, HattenbergscraOe 10, 

2. Herm Josef Riedel, geb. am 05.04.19S3, gescfaflftsansSssig in 73447 Oberko- 
cben, Car]>Zeiss-Stnt^*22, 

3. Frau Verena Herz, geboren am 01 . Mai 1976, geschSftsansSssig in 6032S Frank- 
furt am Main, Bockaiheimer LandstraBe 51, 

jeweils einzeln. die Carl-2^tss-Stiltuag in den Angelegenheiten ihres SUfhingsuntemehinens 
Carl Zeiss beim Abschluss des Ausgfiedenmgs- und "Obernahmevertrags zwischcn der Carl- 
Zeiss-Stiftung, Heidenheim an der Brenz und Jena, in den Angelegenheiten ihres Stiftungsunter- 
nehmens Cari Zeiss einerseits und der Car! Zeiss AG andcrerseits betre£fend die Ausglicdemng 
des Stiftungsuntemehinens Cari Zeiss, Obeiicochcn, zu vertreten und alle in diesem Zusammcn* 
hang nach ihrem Ennessen erforderlichen und zweckmSfiigen Erk]3rungen und Rechtshandlun- 
geo abzugeben und entgegenzunehmen. Die Vollmacht umfasst auch alle zur DurchfUhnmg er- 
forderlichen und zweckm^igen Vollzugshandlungen. Jeder Bevolhn9chtigte tst einzeln berech- 
ligt, UntervoUmacht zu erteilen. 

Obericochen, den 13. April 2004 




II UR 2004 Nr. 484 
NotariatAaien 



Umstehende. vor mlr vollzogene "Unterschriften der personiich bekannten 

1. Herm Dr. Dieter Kurz, Vorstandsmitglisd. geb. am 4. 2. 1 94B, 
geschaftsansassig. Carl-Zeiss-StraSo 22. 73447 Oberkochen 

2. Frau Claudia Bolsinger, Prokuristin, geb. am 14. 5. 1954. 
geschaftsansassig Carf-Zetss-StTaOe 22. 73447 Oberkochen, 

begiaubige ich hienmit. 

GleSchZBiCg bescheinige fch aufgrund der mir voriiegenden begiaubigten Abschrifl aus dam 
Handelsregisler des Amtsgeridits HeWenheim an der Brenr vom 05.04.2004, HR A 1010, 
daH Herm Or. Oieter Kurz als Vorstandsmitglied und Frau Bolsinger a!s Prokurtstin 
der Cart Zeiss-Stiftung, handeind als Firma Carl Zeiss, eingetragen und ats solche 




Vollmacht 



AIs gemeinsam vertretungsbercchtigtc Vorstandsmilgljeder der im Handelsregistcr dca Amtsge- 
nchts Aalen unter HRB 1 555*A eingetrageDen Cart Zeiss AG bevollmachdgen wir 

1. Heim Ulrich Hoffinann, geboren am 11. April 19S6, geschilAsaiisassig in 
73447 Oberkochen, Carl-Zeiss-StraBe 22, 

2. Horn Klaus LeinmOller, geboren am 05.12.1957, geschaflsansBssig in 
74337 Obofcochen, Cari-2:eiss-StraBe 22» 

3. Frau Sabnie WeiB. geboTcn am 13. Sqitember 1971, gesch^Asans^ig in 
60325 Fnmkfiiit am Main, Bockenheimer Landslrafie 5 1, 

jeweils einzein. die Carl Zeiss AG beim Abschluss des Ausgliedenings- und Obemahmeveitrags 
zwischen der Carl-Zetss-Sdfhmg* Heidenheiin an der Brenz und Jena, in den Angelegenheiten 
Dues Scifhrngsuntemehmens Carl Zeiss dnerseits und der Carl Zeiss AG andereiseits betreflfend 
die Ausgliedening des Stiftungsuntemehntens Cart Zeiss, Obeikocben, zu vertreten und alle in 
diesem Zusammenhang nach ihrem Eimessen eiibrdeilichen und zweckmlOigen Erklanmgen 
und Rechtshandhuigen abzugebcn und entgegenzunehmcn. Die Vollmacht umfasst auch alle zur 
Duichffihnmg eribrderlicben und zweclcmjifligen Vollzugsbandlungen. Der BevoIlmScbtigte ist 
berecbtigt, Untervollxoacht zu erteilen. 




II Urkundenrolle 2004 Nr. 451 
des Notsrlats Aalen IZ 



Unterschrfftsbeglaubigung und Vertretungsbescheinigung 



Die vorstehenden, vor mir volizogenan Unlerschriften der mir personlich bekannten 
Herren 

1} Or. Michael Kaschke. VorstandsmitgUed. geb. am 18.6.1957. 
2) Or. NorbertGomy.VorstandsmitgKed,geb.am 18.9.1963. 
belde geschaftsansSssig Cart-Zeiss-Str.22. 73447 Obeifcochen, 
beglaubige ich hiermit. ' 

Gleichzeitig bascheinige Ich aufgaind meiner Einsicht in das Handelsregtster des 
Amtsgerichts Aalen HR B 1555-A vom 24. Marz 2004, dafi die beiden Herren gemeinsam 
zur Vertretung der Cart Zsiss AG mR dem Sitz tn Oberkochen bemchfigt sind. 

Aalen. den 7. April 2004 
Nolariat Aalen 




3(Hereacher) 
Nofar 



Die wSftliche ObereinstimmunB der vorstefaenden Abschniten 
(insgesamt 4 Seiten) mit den mir voiliegeadeii Ursdmiten be- 
glaubige ich hiemu't 



Frankfurt am Main, 20. April 2004 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



€ Application of: Mark Dinsmore 
Serial No.: 10/790,636 (which is a reissue application of 6,493,419, issued December 10, 2002) 



Filed: 
Title: 



March 1,2004 

Optically Driven Therapeutic Radiation Source Having Spiral Shaped Thermionic 
Cathode 



Docket: 



PHLL-157RE (56249-173) 



CKRTTFICATEOFMAIL 

1 certify that this document is being deposited on the date stated below, with the U.S. Postal Service as first class mail under 37 C.F.R. 1.8(a) and is 
addressed to Mail Stop: Missing Parts, Commissioner for Patents, P.O. Box 145|), AlexandriaJ^A 22313-1450. 



Date 



ICeilwNScagawa \ 



MaU Stop: Missing Parts 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Dear Sir: 



TRANSMITTAL LETTER 



Enclosed herewith for filing in coimection with the above-identified patent apphcation are the following: 



1) 


Petition for A Five-Month Extension of Time; 


2) 


Response to Notice of Incomplete Reply (Reissue); 


3) 


Executed Statement Under 37 CFR § 3.73(b); 


4) 


Copy of Notice of Incomplete Reply (Reissue); 


5) 


Check in the amount of $550.00; and 


6) 


Return Postcard. 



The Commissioner is hereby authorized to charge any additional fees which may be required, or credit 
any overpayment to Deposit Account No. 50-1 133, 

Respectfully submitted, 
McDERMOTT, WILL & EMERY 
Customer No. 23630 

Date: December 3, 2004 Bh^Jt/L £ ♦ K^^*^ 

Elizabeth E. Kim, Reg. No. 43,334 
28 State Street 
Boston, MA 02109-1775 

Telephone: (617) 535-4000, Facsimile: (617) 535-3800 

BST99 1436898-1.056249.0173 





PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Tn re Application of: Mark Dinsmore 

Serial No.: 10/790,636 (which is a reissue application of 

6,493,419, issued December 10, 2002) 

Filed: March 1, 2004 

Title: Optically Driven Therapeutic Radiation Source Having Spiral Shaped Thermionic 

Cathode 

Docket: PHLL-157RE (56249-173) 

CERTIFICATE OF MAH. 

I certify that this document is being deposited on the date stated below, with the U.S. Postal Service as first class mail under 37 C.F.R. 
1 .8(a) and is addressed to Mail Stop: Missing Parts, Commissioner for Patents, P,0. Box 1450, Alexandria, VA 223 13-1450. 

Vac.. ^, -^yd. _____ 

^^^^ Keiko Nakagawa 




Mail Stop: Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TO NOTICE OF INCOMPLETE REPLY (REISSUE) 

In response to the Notice of Incomplete Reply (Reissue) dated November 16, 2004, Applicant's attorney 
submits herewith the executed Assignee's Statement under 37 CFR 3.73 (b). 

A check in the amount of $550.00 to cover the Fifth Month Extension of Time is enclosed. The 
Commissioner is hereby authorized to charge any additional fees which may be required, or credit any 
overpayment to Deposit Account No. 50-1 133. 

Respectfully submitted, 

McDERMOTT, WELL & EMERY 
Customer No. 23630 



Date: December 3, 2004 ' — ^ i^^j^* ^ , |^ ^ys^ 

Elizabeth E. Kim, Reg. No. 43,334 
28 State Street 
Boston, MA 02109-1775 
Telephone: (617)535-4000 
Facsimile: (617)535-3800 



BST99 1436886-1.056249.0173 





^ Ii^ Application of: 
..Sl[eii>SerialNo.: 



Filing Date: 
Title: 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Mark Dinsmore 



10/790,636 (which is a reissue application of 
6,493,419, issued December 10, 2002 



March 1,2004 



Group Art Unit: 2882 



Optically Driven Therapeutic Radiation Source Having Spiral Shaped 
Thermionic Cathode 



Docket Number: 



PHLL-157RE (56249-173) 



CERTIFICATE OF MAILING m C.RR. S L8(a1 

I hereby certify that this correspondence is being deposited with the United States Postal Service as Firet Class Mail under 37 CFR 1.8(a) 
in an envelope addressed to Mail Stop Missing Parts, Commissioner for Patents, P.O. Box 1 450, Alexandria, VA 223 1 3- 1 450 on the date 
indicated below, 

Date: t??<:-.:^.>77?4- ^^^^S Ji jL,(>,..^, 

Keiko Nakagawa A'" 



Mail Stop Missing Parts 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PETITION FOR A FOUR-MONTH EXTENSION OF TIME 

Dear Sir: 

Applicant respectfully petitions for an extension of time of five months to file a Response to the 
Notice of Incomplete Reply (Reissue) dated November 16, 2004. This will serve to extend the time to 
complete the Response to the Notice to File Missing Parts of Reissue Application to up to and including 
December 4, 2004. 

Enclose is a check in the amount of $550.00 to cover the difference between previously paid Four 
Month Extension of Time Fee and the Five Month Extension of Time Fee. The Commissioner is hereby 
authorized to charge any additional fees which may be due, or credit any overpayment, to Deposit Account 
Number 50-1133. 



Date: 



Respectfully submitted, 
McDermott Will & Emery LLP 
Customer No. 23630 



Elizabeth E. Kim, Reg. No. 43,334 
28 State Street 

Boston, Massachusetts 02109 
Tel. (617)535-4000 
Fax: (617)535-3800 



03/12/2004 



11:04 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
]n re Application of: Mark Dinemore 



Serial No.: 

RIed: 
Title: 



10/790,636 

(which is a refssua application of U.S. Patent No. 6,493,419, 
Issued December 10, 2002) 

March 1,2004 

OPTICALLY DRIVEN THERAPEUTIC RADIATION SOURCE 
HAVING SPIRAL SHAPED THERMIONIC CATHODE 



Attorney Rel: 56249-173 (PHLL-157RE) 



CBmPiCATE OP MAiLIMG ttT CJ-R- e l-gfatt 

I rrareby certify thai 1Mb cofTBspondanee la bafng deposllad VMh the United StAlafi Postal SorvlcB as First Class Mali undar 37 CTR 1 . 8(;s) 
In en emislc^ taddressed (o MbH Slop Missing Parts. Commtsslbna/ for PalBnts, P X>. Sox 1 450, Maxandria, VA 2231 a-14Sa on the dsis 
WIcatefl ^ ^ / .• /) below. 



Da»a : P^^, 




Mall Stop Missing Parts 

Assistant Commissioner for Patents 

P.O. Box 1450 

Alexandria, Virginia 22313-1450 



STATEMENT UNDER 37 CFR 3,73fM 



Carl Zeiss AG 



(Name of Assignee) 



(Type ofAssfgnea) 



certifies that il fs the assignee of the entire right, title and Interest fn the patent appUcatbn identified above 
by virtue ot 



A. pq 
AND 

B, pq 



An assignment from the lnventor<s) of the patent appllcdbon Identified above. The 
assignment was recorded in the Patent and Trademark OfRce at Reel 012640, Frame 
0834 for which a copy (hereof I& attached. 



A chain of title (Asset Purchase Agreement) from the inventor(5), of the patent appiicalion 
Identified above, to the currant assignee as shown below: 



1 . From : Photoelectron Corporation 



To: Car1-Ze|sS"St(ftuno doJng 
business as Carl Zeiss 



The document was recorded In the Patent and Trademerk Office at 

Reel 014981 Frame 0591 , fbr which a copy thereof Is attached. 



03/12>^004 



11:04 



C2 OKO F " 00016175353800 



NUM335 



[?03 




2. 



Prom: 



To: 



TTta documenl was recsorded in Oie Patent and Tradsmark Office at 



Reel 



Frame 



, for whfch a copy thereof Is attached. 



From: 



To: 



The document was recorded In Iha Patent and Trademark Office at 



f^eef 



Frame 



, for which a copy thereof Is attached' 



C ] AddiUonal documents In the chain of tlUe are listed on at 

[ ] Copies of asslgnmente or other documents h the chain of title are attached. 

The undersigned has reviewed all the documents In the chain of tfUe of the patent application 
identified abwe and, to the best of undersigned's knowledge and belief, title is In the assignee Identified 
at>ove. 

The undersigned (whose title Is supplied below) Is empowered to sign this certificate on behalf of 
the ass^nee. 

I hereby declare that all statements made herein of my own knowledge ere true, and that all 
statements made on Information and belief are believed to be tnje; end further, that these slatements are 
made with the knowledge that willful false statements, and the lllce so made, are punishable by fine or 
Imprisonment, or both, under Section 1001, Title 18 of the United Statas Code, and that sucn willful false 
statements may Jeopardize the validity of the application or any patent issuing thereon^ 

Date; O^e-cja^Lc^ 3, 2LqoH 



Telephone Number: > 4^ (.(A ^ZCH Zs:> 




Signature: 
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^ytTES FkTENT AND TkADEMARK QfTICE 



UNITED STATES DEPARTMENT OF COMMERCE 
UnitKd StatKM Patent and Tradnniarlt OITIttH 
Addren: COMMISSIONER FDR PATENTS 
P.O. Dox 1450 

Alejumdxii.Viij{iiiia 22313-1450 



APPLICATION NUMBER 



FILING OR 371 (c) DATE 



FIRST NAMED APPLICANT 



ATTORNEY DOCKET NUMBER 



10/790.636 



03/01/2004 



23630 

MCDERMOTT, WILL & EMERY 

ATTN: INTELLECTUAL PROPERTY DEPT. 

28 STATE STREET 

BOSTON, MA 02109 



Mark Dinsmore 



56249-PHLL-157RE 



CONFIRMATION NO. 6535 
FORMALITIES LETTER 

iniiiiiiiiiiiiiiiiiiiiiiiii 

*OC00000001 4373346* 



Date Mailed: 11/16/2004 



NOTICE OF INCOMPLETE REPLY (REISSUE) 
Filing Date Granted 

The U.S. Patent and Trademark Office has received your reply on 1 1/08/2004 to the Notice to File Missing Parts 
(Notice) mailed 05/04/2004 and it has been entered into the reissue application. The reply, however, does not 
include the following items required in the Notice. 

The period of reply remains as set forth in the Notice. You may, however, obtain EXTENSIONS OF TIME under 
the provisions of 37 CFR 1.136 (a) accompanied by the appropriate fee (37 CFR 1.17(a)). 

A complete reply must be timely filed to prevent ABANDONMENT of the above-identified application. 

The required items noted below SHOULD be filed along with any items required above. The filing date of this 
reissue application will be the date of receipt of the items required above. 

• Assignee's statement under 37 CFR 3.73(b) is present, but is unsigned. A 37 CFR 3.73(b) statement 
bearing the signature of an official authorized to act on behalf of the assignee must be provided. 



Replies should be mailed to: Mail Stop Missing Parts 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 



A copy of this notice MUST be returned with the reply. 




Initial Patent Examination Division (703) 308-1202 

PART 2 - COPY TO BE RETURNED WITH RESPONSE 





, APR 0 6 

Applicant: 
Title 



DocketNo. 56249-173(PHLL-0157RE) 



DINSMORE. MARK 

OPTICALLY DRIVEN THERAPEUTIC RADIATION SOURCE HAVING SPIRAL SHAPED THERMIONIC 
CATHODE 



□ Hand Carried 



Date Sent 12/3/2004 
S Transmittal Letter 

New Patent App □ Utility □ Design 
Other 



□ Fax □ Electronic 
□ Cont □ CIP 



□ 



□ 
□ 
□ 
□ 



□ 

□ 

□ 
□ 
□ 
lEl 



pages of Specification 
_ pages of Claims 
pages of Abstract 
pages of Formal/Informal Drawings 
Sffiall Entity □ Large Entity 
Declaration/Power Qf Attorney 
Recordation of Assignment/Security Agreement 
Information Disclosure Statement 

Form PT0 1449 

copies of cited references 



Preliminary Amendment 

Response to Notice of Incomplete Reply (Reissue) 
Resp. to Notice to Correct App. Papers 

Certified Copy of Priority Doc. 
Claim for Convention Priority 

Response/Amendment to Office Action of 

Request for 5 month Extension of Time 



□ Div. 
□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 
□ 



H Cert, of Mailing 

□ PCT □ 
Letter submitting 



Serial/Reg ./Patent No. 
□ Express Mail No. 

CPA □ RCE 
__pages of drawings 



iei790636 



□ Prov 



□ Reply 



Req. for Approval of Drawing Amendments 
Req.for Oral Hearing 
Not. of Appeal □ Appeal Brief 
Pule 312 Amendment/Letter 
Req. for Acknowledgement of Cited Art 
Issue Fee 
Publication Fee 

Req. for Certificate of Conrection 

Maintenance Fee for years after grant 

Fee Address Indication Fonm 

Terminal Disclaimer 
Petition to Commissioner 
Status Inquiry 

Other Executed Statement under 37 CFR 3.73.(bV copy of 
Notice of Incomplete Reolv (Reiisue) 




Check for $ 



550.00 



Charge Deposit AccL 50- 
1133$ 



Atty Init 



MGU 
EEK 



Tkpr.# 



5471 



Secy, or PL: 



KNakagawa 



CMS Descrip.: 



DATE STAMPED HEREON IS ACKNOWLEDGEMENT THAT THE ITEMS. CHECKED ABOVE. WERE RECEIVED BY THE PTO ON THE DATE STAMPED. 
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